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GOVERNING LAWS 
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MALAYSIA 

• Patents Act 
1983 

SINGAPORE 

• Patents Act 
(Chapter 
221, Revised 
Edition 2005) 

THAILAND 

• Patent Act 
B.E. 2522 
(1979) 
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 Liability of a contributory infringer where the infringer has 
not personally exploited an invention the subject of a 
valid patent claim 
 
 Infringement by supply of component product/material 

used in a patented product or process 
 
 Joint tortfeasor 

CONTRIBUTORY INFRINGEMENT 



INFRINGEMENT BY SUPPLY 
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• Supply of a product for use in a patented process 
• Supply of a component part to be assembled into a patented product 

 
COUNTRY LEGAL POSITION 

Malaysia No statutory provision for contributory infringement in Patents Act  
Contributory infringement is governed by the common law position on joint 
tortfeasorship.  
 

Singapore  No statutory provision for contributory infringement in Patents Act. 
Contributory infringement is governed by the common law position on joint 
tortfeasorship.  
 



INFRINGEMENT BY SUPPLY 
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COUNTRY LEGAL POSITION 

Thailand No statutory provision for contributory infringement.  There is 
concept of joint tortfeasorship under civil and criminal law.  
 
Section 84 of the Penal Code provides that:  
 
“Whoever, whether by employment, compulsion, threat, hire, 
asking as favor or instigation, or by any other means, causes 
another person to commit any offense is said to be an 
instigator.”  
 
Therefore, in the case of criminal proceedings of patent 
infringement, Section 84 of the Penal Code may be 
applicable 
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Subject to the following provisions of this section, a person 
(other than the proprietor of the patent) also infringes a 
patent for an invention if while the patent is in force and 
without the consent of the proprietor, he supplies or offers 
to supply in the UK a person other than the licensee or 
other person entitled to work the invention with any of the 
means, relating to an essential element of the invention, for 
putting the invention into effect when he knows, or it is 
obvious to a reasonable person in the circumstances, that 
those means are suitable for putting and are intended to 
put, the invention into effect in the UK. 

UK position - Section 60 (2) of the Patents Act 1977 
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Malaysia 
Rhone-Poulenc AG Co v Dikloride Herbicides Sdn. Bhd. 
[1988] 2 MLJ 323 (acts of infringement took place prior to the 
enforcement of the Patents Act and therefore English patent law mutatis 
mutandis applies) 
 
 The Plaintiffs owned a patent which had claims related to the 

treatment of rubber trees to stimulate the flow of latex and to a 
method of extracting latex from treated trees by low-intensity tapping. 

 The Plaintiffs alleged that the defendants were liable under section 
60(2) of the English Patents Act 1977 for manufacturing and selling 
to the public an infringing Product E that could be used for regulating 
plant growth, in particular latex production in rubber trees. 

 Court held that there was contributory infringement as the 
defendants had induced the planters who bought Product E into 
committing direct infringement of the plaintiff’s patents. 



JOINT TORTFEASOR 
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• Procurement of infringement or parties acting in concert or with 
common design to infringe 



PROOF OF 
CONTRIBUTORY 
INFRINGEMENT 
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ELEMENTS OF JOINT TORTFEASORSHIP 
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• Actual knowledge 

• Common design to infringe 

• A person who only facilitates (as opposed to procured) a 
tort would not be liable as a joint tortfeasor 

 



PROOF OF ACTUAL KNOWLEDGE 
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• In order to establish indirect infringement in Malaysia and 
Singapore, there is a need to show at minimum actual 
knowledge in furthering the common design to infringe. 

  
• Mere assistance is unlikely suffice to make the secondary 

party jointly liable as a joint tortfeasor. The joint tortfeasor has 
to go further.  
 

• He must have conspired with the primary party or procured or 
induced the commission of the infringement or joined in the 
common design to infringe.  
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In Sabaf v Meneghetti [2003] RPC 264, Peter Gibson LJ 
said: 
 
“The underlying concept for joint tortfeasor must be that the 
joint tortfeasor has been so involved in the commission of 
the tort as to make himself liable for the tort. Unless he has 
made the infringing act his own, he has not himself 
committed the tort […]  If there is a common design or 
concerted action or otherwise a combination to secure the 
doing of the infringing acts, then each of the combiners has 
made the act his own and will be liable.”  

REQUIREMENT OF COMMON DESIGN / 
PROCUREMENT OF INFRINGEMENT 
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Malaysia  
Sime Darby Bhd & Ors v. Dato' Seri Ahmad Zubair & 
Ors [2012] 9 MLJ 464  
 
• The Court held that in order to establish joint 

tortfeasorship, there should be more than passive 
presence and participation in the decision making 
process and there must be the element of active and 
purposeful procurement of the tort.  

 
• There was no joint tortfeasorship in this case however, 

as the non-executive directors were not involved, 
directly or indirectly, in the operational or 
implementation issues in respect of the two projects. 
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Malaysia 
Perusahaan Otomobil Nasional Sdn Bhd v Bidara Prisma Sdn 
Bhd & Ors [2012] 5 CLJ 428 - it was held that the general manager 
was not a joint tortfeasor as “no evidence has been led by the plaintiff 
to establish how the general manager is the “soul and mind” of the 
company.” 

 
Abercrombie & Fitch Co & Anor v Fashion Factory Outlet KL Sdn 
Bhd & Ors [2008] 7 CLJ 413 (HC) it was found that the directors and 
shareholders of the company were the directing mind and will of the 
company. The company was merely instruments and/or façade 
used by the directors and shareholders to carry out their nefarious 
infringing activities and as such they were held to be liable for the 
infringement.  
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Singapore 
Bradley Lomas Electrolok Ltd and Another v Colt 
Ventilation East Asia Pte Ltd and Others [2000] 1 SLR 
673 
 
Facts 
 The appellant was at all times the proprietors of the patent. 
 The respondents, Colt VEA, Colt Intl and CG Ltd are companies 

within the Colt group of companies. 
 The appellants commenced action against Colt VEA for 

infringement of the patent.  
 The appellants had to show participation by CG Ltd in the tort by 

way of common design, and relied on factors such as: 
 that Colt VEA was almost 100% owned by CG Ltd and there 

were common directors 
 from the marketing documents one could see that Colt VEA 

was virtually indistinguishable from Colt Intl and CG Ltd 
 CG Ltd, Colt VEA and Colt Intl identified themselves with the 

same logo and under the same name. 
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Analysis 
 
 The Court held that, “it is clearly not enough to merely 

point to the fact that Colt VEA and CG Ltd were closely 
related to one another either by shareholding or 
otherwise. Some other evidence of CG Ltd’s actual 
involvement in furthering the common design of 
infringement must be shown […] There is none of 
that.” 

 Therefore, the mere fact the two entities are closely 
related, either by shareholding or otherwise, is not 
sufficient  
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 In Thailand, for a party to be held liable under the 
doctrine of indirect infringement, in general, plaintiff 
must prove that the alleged infringer possesses the 
requisite intent to commit the infringement or criminal 
offence of patent infringement (the criminal burden is 
that of beyond reasonable doubt). Hence, proof of 
actual knowledge of the infringing activities is 
necessary.  

 
 Proof of common design/procurement of infringement is 

one of the evidential tools to establish that the alleged 
infringer possesses the requisite intent to commit the 
patent infringement.  
 



REPAIR OF 
PATENTED 
PRODUCTS 
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DOES “REPAIR” CONSTITUTE AN ACT OF 
INFRINGEMENT? 
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COUNTRY LEGAL POSITION 

Malaysia No statutory defence in the Malaysian Patents Act 1983 
 
 

Singapore  No statutory defence in the Singapore Patents Act  
 
 

Thailand No statutory defence in the Thai Patents Act 
 
 



WHAT CONSTITUTES “REPAIR”?  
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 Should the issue come before the courts in Malaysia / 
Singapore, it is likely that the approach taken in the UK 
will be adopted, as similarly in the UK, there is no 
definition of “repair”. 

 Section 36 of the Malaysian Patents Act 1983 and 
Section 66 of the Singapore Patents Act 1994 provide 
that it is an infringement to “make” a patented 
product/process. 

 The Thai Patent Act has a similar provision that it is an 
infringement to “produce” a patented product/process. 

 Issue: does repair amount to making or producing the 
patented product/process? 

 



DOES “REPAIR” EXTEND TO THE MAKING OF 
REPLACEMENT PARTS?  
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 Whether it does, depends on the construction taken of 
the act of “making” and wider policy considerations 
 
 

 Whether an act amounts to “making” or merely “repairing” 
is a question of fact and degree 
 

 
 There is currently no case law on this 
 



IS IT AN INFRINGEMENT UNDER PATENT 
LAW? 

24 

UK Case – Schutz v Werit [2013] UKSC 16 
Facts 
 The case relates to a type of container, used for the transportation of 

liquids, known as an intermediate bulk container (IBC). These 
consist of an outer protective cage and a removeable plastic inner 
bottle in which the liquid is held. Delta Containers Ltd (Delta) 
reconditions used IBCs by removing the old bottle, repairing the cage 
as appropriate, and fitting a new bottle.  

 Delta purchased its replacement bottles from Werit  
     Limited (Werit), the defendant in this action. The  
     reconditioned IBCs are then sold in competition with the 
     original manufacturers’ products. 
 Schutz, the exclusive licensee of the patent relating to  
    IBCs, sued Werit for secondary infringement under  
     s. 60(2) of the Patents Act 1977. 
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Analysis 
 
 The central question is whether or not the alleged infringer “makes” the 

patented article.  
 The following factors were identified as being relevant to the 

assessment of whether the Defendant’s activities constituted “making” a 
product: 

Whether, in fact, the activities can be considered routine repairs; 
and 
Whether the part being replaced is: 

A freestanding, replaceable component of the patented 
article, 
Has no connection with the claimed inventive concept of 

the patent, 
Has a much shorter life expectancy than the other, 

inventive, component of the overall product, and  
Cannot be described as the main component of the article.  

 Applying the above, the Court held that on the particular facts, Delta did 
not “make” the articles claimed in the patents. 

 



IS THERE AN IMPLIED LICENCE TO 
“REPAIR”?  
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UK Case – Sirdar Rubber Company v Wallington, 
Weston & Co. [1905] 1 Ch 451 
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Swinfen Eady J held : 
 

“It is a question of fact in each case whether the 
work which has been done may fairly be termed a 
“repair”, regard being had in each case to the exact 
nature of the invention. The purchaser of a patented 
article has a right to prolong its life by fair repair, 
but he has not any right to obtain, without licence 
from the patentee, as substantially new article, made 
in accordance with the invention, retaining only some 
subordinate part of the old article, so that it may be 
said that the combination is not entirely new.”   
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UK Case – Solar Thomson Engineering v Barton [1977] 
RPC 537 
 
Facts 
 
 The plaintiffs sold a conveyor system to B.S.C. in which cables were 

supported by grooves in numerous pulley wheels.The pulleys were 
patented.  

 After the invention has been in use for about 10 years, B.S.C. began 
to make use of the services of the defendant, who at their request 
stripped and cleaned the worn elastomers from the used, steel rings 
by a secret process of his own and moulded new elastomers of the 
same shape into place. The plaintiffs sued the defendant for patent 
infringement. 
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 The Court held that the purchaser of a patented article could carry out 
repairs on it without being liable for infringing the patent provided that 
such repairs did not amount to the manufacture of a new article. Such 
implied licence was as transferable as the patented article and 
included the right to have the repairs executed by an agent or 
contractor: 

 
 “The cardinal question must be whether what has been done can 
 fairly be termed a repair, having regard to the nature of the patented 
 article. If it is, any purchase of such an article, whether from the 
 patentee or from a licensee of the patentee of from a purchaser, is 
 impliedly licensed to carry it out or to contract with someone else to 
 carry it out for him; for clearly the implied licence must be as 
 transferable as the patented article and must include permission to 
 authorise an agent or contractor to carry out whatever the owner of 
 the article could himself do under the licence, had he the required 
 skill and equipment.”  
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