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I FEEL LIKE A TOOHEYS OR TWO....... 

 

 

 

 

 

 
 

• Cf  “Go On” Unilever Australia Ltd v Societe des Produits Nestlé S.A. (2006) 69 IPR 255 
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CUB Pty Ltd v Elixir Signature Pty Ltd [2013] 

ATMO 74 

 

and 

 

Intellectual Property Development 

Corporation Pty Ltd v CUB Pty Ltd [2013] 

ATMO 73 
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The Removal Applicant/Opponent 

 
 
• Elixir and IPCD = ICB Group = an import/export business 

 

• Elixir was  incorporated in February 2009 “to bring some 

historical beers back to life” (Thunder Road micro-brewery) 

 

• IPCD is ICB Group’s intellectual property holding company 

  >> portfolio of 100 applications/registrations in class 32, 

including marks which were identical or similar to CUB marks 
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The Trade Mark Owner/Applicant  

  

• CUB (“Carlton and United Breweries”) formed in 1907 by 

merger of six Victorian breweries: 

 

– Carlton Brewery (established in 1864); 

– Victoria Brewery (established in 1854); 

– McCracken’s City Brewery (established in 1851); 

– Shamrock Brewing & Malting (established in 1865); 

– Castlemaine Brewery Co (established in 1871) and 

– Foster’s Brewing Co (established in 1888). 
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CUB acquired breweries.... 

– Melbourne Co-operative Brewing Company (the Abbotsford 

Brewery), acquired in 1925; 

– Great Northern Brewery (formerly known as the Cairns 

Brewing Company) acquired in 1931; 

– Richmond Brewery acquired in 1962; 

– Ballarat Brewing Company brewing operations acquired in 

1958; company acquired in 1997; 

– Tooth’s brewery business, including Kent Brewery in 

Sydney acquired in 1983; 

– Cascade Brewery in Hobart acquired in 1993. 

 

Since December 2011 CUB has been owned by 

SABMiller 
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And their trade marks...... 
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Removal Targets 

Name  Date Acquired Date production 

ceased 

Historical releases 

McCracken’s 

 

1907 (foundation) ?? “McCracken’s Australia Bitter 

Ale” 2006 

“McCracken’s” proposed for 

2013  

Abbotsford Brewery 

 

1925 1995 

(“Melbourne Bitter” 

continuing) 

“Abbots Lager” 

1996; 2004; 2011/12 

 

Great Northern Brewery 

(formerly Cairns Brewing 

Company) 

 

1931 2004 “NQ Lager” and “Cairns 

Draught” 

Proposed for 2013 

Ballarat Brewing Company 1958 (brewing 

operations) 

1997 (company) 

1994 “Ballarat Bitter” 

2006; 2011/12 

Queensland Brewery  1961 1992 “Bulimba Gold Top” 2011 

Richmond Brewery 

 

1962 1962 “Richmond Lager” 

1980s;1990s; 2008;  

Tooth’s (Kent Brewery) 

 

1983 2010  

“KB” Lager 

(“Resch’s” continuing) 

 

 “White Horse” Proposed for 

2013 
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IP Australia Proceedings 

• October /November 2009: Elixir negotiated with CUB: 

– Acquisition or long term licenses of CUB’s “Richmond” and “Ballarat” 

historical brands; 

• January 2010: CUB applied to re-register certain historical brands inc. 

“Ballarat Bitter” logo; 

• August 2010: CUB: 

–  formally advised Elixir that it did not want to license or assign its 

historical brands; 

– applied to re-register other historical brands inc. “Abbots”, “Ballarat 

Bertie”, “Masthead” and “Tooths” 

• September 2010:  

– Elixir applied to remove 50 CUB trade mark registrations (4 more 

added later); and  

– IPDC applied to registrar trade marks inc. “Ballarat”, “Ballarat Bertie” 

and “Richmond” marks; 

 

The parties opposed each others’ applications; 

16 and 17 April 2013: Hearing in Melbourne 9 



There was media interest.  

Two reporters even attended the hearing  
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Approaches to s 92 

 “....The purpose of part 9 is to provide for the removal of unused trade 

marks from the Register. ...it is plainly designed to protect the integrity of 

the Register, and in this way, the interests of the consumer. At the same 

time, however, it seeks to accommodate, where reasonable, the interests of 

the registered trade mark owners. Otherwise, there would be no need for 

the discretion....”  Austin, Nichols & Co Inc v Lodestar (2012) 287 

ALR 221 [38] FCAFC 

 

 “...CUB is acting as a roadblock to the freedom of other Australian 

companies from using historical trade marks....The purpose of the 

non-use law in Australia is to ensure that any trade mark that is not used in 

good faith in a 3 year period is set free to be used again by other 

parties....”  ELIXIR 

 

 “....Fundamentally these are our beers. These are part of our history, our 

heritage. They’re really important to us....” CUB  
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http://www.austlii.edu.au/au/legis/cth/consol_act/tma1995121/index.html#p9


What we learned...... 
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Intention to use  
ss 92(4)(a) and 59 

 

• Elixir alleged that CUB applied to register trade marks without 

any intention to use them because they were filed “purely for 

defensive purposes” 

• App’n no. 1342305  “Ballarat Bitter” device, filed 27 

January 2010;  

• App’n nos. 1379830 “ABBOTS”, 1379832 “BALLARAT 

BERTIE”, 1379851 “MASTHEAD”, 1379854 “TOOTH”S”, 

filed 25 August 2010; and 

 

• Reg’n no. 1121877 “NQ Lager” device, filed 4 July 2006;  

 

Beware the “Cairns businessman” - Cairns Post 2006 
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s 92(4)(a) – Removal: lack of intention to use: 

 Reg’n no. 1121877 “NQ Lager” device  

  

– The trade mark owner (removal opponent) bares the onus to show 

intention as at the date of filing: s 100 

 

– A sworn statement as to intention shifts the onus to the  removal 

applicant: Structureco Inc v Startrite Distributors Pt Ltd (2000) 49 IPR 209 

 

CUB’s (somewhat equivocal) evidence of intention was accepted: [82] 

 

Also, actions subsequent to filing“give rise to the inference” that CUB did 

intend to use the “NQ Lager” trade mark in good faith at the time of 

filing – 4 July 2006: 

 - discussions with beer retailers in  2011; 

 - and a planned release c. 2013 
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s 59 – Opposition  applicant not intending to use the trade 

mark 

– The act of applying for registration is prima facie evidence of an intention to 

use; 

– However, if a prima facie case us made to the contrary, the onus shifts to the 

trade mark applicant to establish intention   

 

 Elixir argued that the timing of the Elixir/CUB negotiations (November 2009 to 

December 2010) indicated that CUB’s January and August 2010 filings were 

“spoilers’ or “blocking strategies” to prevent others from using the trade marks 

should the previous registrations be removed. 

 

The Delegate said mere allegations were not sufficient to shift the onus. 

 

 Further, it is no obstacle in itself if the Applicant’s primary purpose in 

filing for the Trade Marks was to prevent their use in Australia by the 

Opponent, provided the Applicant also has a genuine intention to use the 

Trade Marks on the goods. I find such an intention exists.” 

Evidence of intention to use:  
• The Applicant’s  [CUB’s] review of its heritage brands in 2010 and its past and planned future 

heritage releases, together with its existing registrations for the same or deceptively similar trade 

marks, discharge any onus that might have shifted to the Applicant..... 
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s 62A – Application in bad faith 

Elixir alleged that CUB’s filings were: 

–  “cynical”; 

–  only filed as a “defensive or tactical response to the interest [Elixir] had 

shown in regard to using the Applicant’s prior registrations”; 

– “filed with the knowledge that CUB’s heritage trade marks would 

otherwise be vulnerable to non-use proceedings” 

 

But did it.....  

 “fall short of the standards of acceptable commercial behaviour” 

And was it.... 

 “of an unscrupulous, underhand or unconscientious character” 

 

Per Dodds-Streeton J, Fry Consulting Pty Ltd v Sportswarehouse (No 2) [2012] 

FCA 81 

“NO” 
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s 94(2)(b) and s 101(3) 

The Registrar’s discretion 

• Only reg’n nos. 457529 “Old Kent Brown” and 173634 “Tooth’s 

KB” were used in the relevant period 

 

• The fate of remaining 51 registrations became subject to the 

Registrar’s discretion: 

  s 101(3) If satisfied that it is reasonable to do so, the 

 Registrar or the Court may decide that the trade mark 

 should not be removed form the register even if the 

 grounds on which the application was made have been 

 established 
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s 101(3): The Registrar’s discretion 

 
• Pioneer Computers Australia Pty Ltd v Pioneer KK 

[2009] FCA 135, Bennett J; 

• E & J Gallo Winery v Lion Nathan Australia Pty Ltd 

[2008] 934, Flick J 

– Hermes Trade Mark [1982] RPC 425 

 

• Austin, Nichols & Co v Lodestar Anstalt [2011] FCA 

39, Cowdroy J; 

• Austin, Nichols & Co v Lodestar Anstalt [2012] 

FCAFC 8, Jacobson, Yates, Katzmann JJ   
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The Hermes factors 

1. No abandonment; 

2. A residual reputation; 

3. Sales since the relevant non use period; 

4. Removal applicants entered the market without 

taking steps to ascertain others’ rights; 

5. Trade mark owners were not aware of removal 

applicants’ sales under the mark  
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Abandonment? 

• A mere intention not to abandon a trade mark is not 

enough: [111]; 

• Conversely, abandonment is not to be inferred from 

non use: [112] 

• There must be, at least: [117] 

– Some residual reputation; 

– Some documented intention for future use; or 

– Some slight use during the hiatus 
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A residual reputation? 

 

The evidence conundrum and a “lucky” escape 

 
• CUB did not lead evidence of production volume, 

sales or advertising figures for the challenged marks. 

Nor provide detailed documentation supporting its 

alleged plans for future heritage releases  

 

• In other cases, a lack of such evidence has been 

fatal: see Austin Nichols (Full Court)  
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A residual reputation? 

 

The evidence conundrum and a “lucky” escape 

 “101. CUB’s response to Elixir’s argument was to 

express concern that the Registrar did not have the powers to 

enforce confidentiality or to penalise a breach of confidentiality 

and that such plans could be tendered in Court if that became 

necessary. 

 102.  Unfortunately, late on the afternoon of the second 

day of the hearing it became clear that CUB’s concern about a 

possible breach of confidentiality was warranted as details of 

CUB’s confidential plans for future heritage releases had been 

published in the press that day. In light of this I give weight 

to CUB’s explanation for its failure to provide more 

detailed information about its future plans.” 
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A residual reputation? 

 

“reflected” residual reputations 

• The “living” CUB brands: e.g. “Kent”, “KB”, “Carlton Draught”, 

“Melbourne Bitter” and “Victoria Bitter”; 

• Pub Art; 

• Historic signs 

• “An oral history of the Kent Brewery” at 

www.kentbreweryworkers.com. 

•  Kent Brewery site housing development -respect for heritage; 

• Old beer commercials available on YouTube    
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http://www.kentbreweryworkers.com/


Private and Public Interest  considerations 

Private Interests 

• Elixir (through IPDC) had its own “bank” of over 100 trade 

marks in class 32 – including some marks which were identical 

or similar to CUB marks; 

 >>> contradicts Elixir’s criticism of CUB’s conduct; and  

 >>> not adequately explained by Elixir;  

• “setting free” the CUB marks might lead to the public being 

misled as to the source and nature of an “historic” beer; 

• Delegate was not satisfied that, “... the mere desire to use a 

trade mark which is owned by someone else provides a 

persuasive argument in support of a party’s private interests” 

 >>> Elixir not “appreciably disadvantaged in a legal or 

practical sense” by the presence on the register of any of 

CUB’s registrations in class 32 
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Private and Public Interest considerations 

Public Interest 

• The “purity” of the register vs. the public expectation 

that a heritage beer would be made to the historical 

recipe by or under the auspices of CUB; 

 

• Splitting “families” of marks: e.g. “Victoria Lager” and 

“Victoria Bitter” would be confusing to consumers  
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Should CUB be permitted to monopolise geographical 

place names?  

• Elixir argued that trade marks comprising or including the 

name of a town or a type of beer are not particularly distinctive 

and should be available for others to use. 

 

>>Proof of the rule that context is everything in trade mark cases: 

  123. ....unlike almost any other product, beer branding is 

 dominated by geographically significant terms ...Beer lovers can be 

 notoriously partisan about their beers and in this context, once a 

 geographically based beer brand has established a reputation its 

 geographical significance is likely to serve to maintain the reputation 

 longer than would otherwise be expected. 

 

 Cf   Anheuser-Busch Inc v Budejovicky Budvar [2002] FCA 390 

 E&J Gallo Winery v Lion Nathan Australia Pty Ltd [2009] FCAFC 27 

    26 



(Not so) Smart commerce 
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Results 

CUB v Elixir 

• 10 registrations removed; 

• 3 registrations preserved – no case under s 92; 

• 41 registrations preserved for restricted goods (beer, ales, 

stout, lager, porter) on the exercise of the Registrar’s 

discretion.  

• No award as to costs 

 

IPDC v CUB 

• CUB’s applications proceed to registration 

• Costs awarded against IPCD 

 

The Registrar’s decisions were not appealed 
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What will we learn from 

Beverages? 

 
Special leave to appeal HC granted: 

Cantarella Bros Pty Ltd v Modena Trading Pty Ltd 

[2014] HCATrans 53 

  

(14 March 2014) French CJ, Crennan J  
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Thank you.... 
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