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Concerns about the Practice of the Australian Patent Office 

on “Manner of Manufacture” as it Pertains to 

Computer-Implemented Inventions 

1. Introduction 

IPTA is pleased to have the opportunity via the Patents Consultation Group (PCG) to liaise with 

IP Australia to promote the provision of high-quality intellectual property services and to consult 

in relation to issues of concern to members of IPTA in their interactions with IP Australia.  

In June 2018 IPTA established a “Working Group on Manner of Manufacture” under its Patents 

Practice Committee to examine a range of problems being experienced by IPTA members in 

the application of the law of manner of manufacture at the Australian Patent Office (APO) as it 

pertains to computer-implemented inventions.   

This paper has been prepared by that Working Group on behalf of IPTA for submission to and 

discussion with IP Australia at the PCG Meeting scheduled 29 November 2018.  

2. Background 

The strong impression amongst IPTA members across the Australian patent attorney profession 

is that the current practice of the APO for the assessment of patent eligible subject-matter (i.e. 

“manner of manufacture”) in relation to computer-implemented inventions is both inconsistent 

with the law in Australia and out-of-step with the practice of the patent offices of Australia’s 

major trading partners.  

Importantly, IPTA is of the view that the problems result primarily from the way in which the law 

of manner of manufacture is being interpreted and applied by the APO, rather than from the law 

per se as it has been developed by the Australian Courts. 

IPTA is very concerned that legally incorrect barriers to patentability are being erected by 

Examiners and Hearing Officers of the APO, which are leading to excessive patenting costs and 

inappropriate refusal of applications, and stifling innovation in the field of computer-implemented 

inventions, especially for small-to-medium sized enterprises (SMEs).  In this regard, it is the 

Applicants who bear the costs and delays of multiple examination cycles, hearings, appeals, 

and even the loss of rights from refused or abandoned applications.  

It has also been observed that the APO often rejects patent applications as relating to non-

patentable subject-matter (i.e. not a manner of manufacture) despite corresponding applications 

having been approved for patent grant by the US Patent & Trademark Office (USPTO) and/or 

by the European Patent Office (EPO) for the same subject-matter.  

IPTA believes these issues are creating a significant economic problem for Australia that only 

promises to become more dramatic in the current era of technological innovation in this field.   

This submission has therefore been prepared to identify specific areas of APO practice that are 

considered to be inconsistent with the law of manner of manufacture in Australia and to suggest 

ways in which the APO may adjust or realign its practice for conformity with Australian law. 
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3. Case Law Summary 

The law in Australia on what constitutes a manner of manufacture under s. 6 of the Statute of 

Monopolies for the purposes of s.18(1)(a) of the Patents Act 1990 (the Act) with respect to 

computer-implemented inventions is represented primarily by the following decisions: 

- National Research Development Corp. v Commissioner of Patents (1959) 102 CLR 252 

- International Business Machines Corporation v Commissioner of Patents [1991] FCA 625 

- CCOM Pty Ltd and Anor v Jiejing Pty Ltd and ors [1994] FCA 1168 

- Welcome Real-Time SA v Catuity Inc [2001] FCA 445 

- Steven John Grant v Commissioner of Patents [2006] FCAFC 120 

- Research Affiliates LLC v Commissioner of Patents [2014] FCAFC 150 

- Commissioner of Patents v RPL Central Pty Ltd [2015] FCAFC 177 

The NRDC case is the seminal precedent, as repeatedly confirmed by the later decisions.  

The IBM and CCOM cases confirmed that a computer-implemented method or a computer 

related apparatus programmed to execute operations to produce a commercially useful effect, 

such as (i) an improved curve image on a computer display, or (ii) the retrieval and assembly of 

graphic representations of desired Chinese language characters as text in word processing, is 

patent eligible subject-matter. The notion that claimed integers of programming and computer 

hardware are merely a “conventional means to produce the desired result” was specifically 

rejected as relevant to a consideration of s.18(1)(a) of the Act. 

The Catuity case made it clear that there is a difference between a mere scheme or method for 

carrying on a business, on the one hand, and a method or a device involving components, such 

as smart cards and POS terminals, for use in a business; and not just one business but a range 

of businesses. 

The Research Affiliates and RPL cases qualified the decisions in IBM and CCOM by finding that 

a method or an apparatus for executing operations to perform what is no more than an abstract 

idea or a method of carrying on business does not become patentable subject-matter solely 

because it uses a computer for implementation.  

Details of authority provided by each of the above cases are set out in Appendix 1 hereto. 

4.  Origins of Concerns in the Practice of the APO 

The current practice of the APO in its consideration of the question of manner of manufacture 

with respect to computer-implemented inventions appears to have been largely influenced and 

determined by the final two cases listed above, namely Research Affiliates and RPL, but seems 

to ignore important aspects of the law established in other cases, such as IBM and CCOM. 

Importantly, also, the current APO practice appears to go far beyond the ‘ratio’ of the Research 

Affiliates and RPL decisions and is practically based upon a UK “Aerotel” case discussed by the 

Federal Court, but neither approved nor endorsed, in what were merely ‘obiter’ considerations in 

Research Affiliates.  
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5.  Problems Observed in the Practice of the APO 

5.1 Legal Problems 

5.1.1 “Technical Contribution to the Art” 

The concept of the “technical contribution to the art” has become entrenched in APO practice 

with respect to assessing “manner of manufacture” under s.18(1)(a) of the Act for computer-

implemented inventions despite this concept having no proper foundation in Australian law.   

The APO Manual of Practice and Procedure, in reciting the general principles of examination, 

states at 2.9.2.2 under the heading “Examination Practice” (underlining added): 

The assessment of whether an application defines patent eligible subject matter is 

considered with respect to each claim.   

In general, the principles set out in D'Arcy v Myriad Genetics Inc [2015] HCA 35 

(Myriad), Commissioner of Patents v RPL Central Pty Ltd [2015] FCAFC 177 (RPL) and 

other cases suggest that examiners can approach the examination of manner of 

manufacture in a way similar to that formulated by UK authority in Aerotel Ltd v Telco 

Holdings Ltd & Ors Rev 1 [2007] RPC 7 (Aerotel) as follows:  

1. Construe the claim. 

2. Identify the substance of the claim (what is the alleged or actual contribution?) 

3. Ask whether the substance of the claim lies within established principles of what 

does not constitute a patentable invention (e.g. is it merely a scheme, plan, rules of 

gameplay, intellectual or genetic information?) 

4. If not, consider whether the substance otherwise lies outside of existing concepts of 

manner of manufacture and is to be treated as a “new class” of subject 

matter.  (This leg of the approach will only be used in rare situations; see Is the 

Claim for a “New Class” of Subject Matter? below). 

The approach of looking at the contribution, “inventiveness or ingenuity”, for the purpose 

of determining whether a claimed invention is a manner of manufacture, is not the same 

as a determination of whether a claimed invention is lacking novelty or an inventive step 

under sec 18(b).  Manner of manufacture is an assessment of the substance of the 

invention, whereas obviousness and novelty are assessed by consideration of the 

subject matter of the claim.  An invention may not be obvious under sec 18(b) but, in 

substance, lie in excluded subject matter under the separate requirement for a manner 

of manufacture.  

The Manual of Practice and Procedure then continues at 2.9.2.2 under the heading “Identify the 

Substance of the Invention” as follows (underlining added): 

In order to determine the substance, examiners must identify the central underlying 

invention embodied in the claim, rather than merely consider the literal form of the claim.  

This is the contribution the claimed invention makes to the art and is determined based 

on a reading of the specification as a whole and examiners’ understanding of the 

common general knowledge and prior art. 

http://manuals.ipaustralia.gov.au/patents/national/patentable/2.9.2.2_Principles_for_Examination.htm#Is_the_Claim_for_a__New_Class__of_Subject_Matter_
http://manuals.ipaustralia.gov.au/patents/national/patentable/2.9.2.2_Principles_for_Examination.htm#Is_the_Claim_for_a__New_Class__of_Subject_Matter_
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Firstly, as noted above, no Australian Court (including in Research Affiliates and RPL) has ever 

enunciated a doctrine of “technical contribution to the art” to assess manner of manufacture.  

On the contrary, the Courts have repeatedly stressed that the issue of manner of manufacture is 

not to be conflated with novelty or inventive step.  For example, the Full Court of the Federal 

Court in CCOM was explicit in instructing that manner of manufacture is not to be considered 

with any reference to the prior art and was critical of the primary Judge for having done so. (See 

Appendix 1, CCOM, [112]).   

This doctrine of “technical contribution to the art” has been adopted by the APO independently 

of the Australian Courts.  Although it may arise in UK law in the Aerotel case discussed briefly in 

Research Affiliates, the Aerotel approach was neither approved nor endorsed by the Federal 

Court. The basis asserted by the APO in [12] of D'Arcy v Myriad Genetics Inc [2015] HCA 35 is 

also clearly misplaced. That paragraph simply refers to consideration of prior art, i.e. common 

general knowledge in the art, in order to properly construe the terms of a claim as would a 

person skilled in the art.  

Secondly, an assessment of the “technical contribution to the art” cannot be made separately 

from novelty and inventive step. As practiced by Examiners and Hearing Officers of the APO, 

the assessment of “technical contribution to the art” considers the newness of individual claimed 

features separately or in isolation. This is fundamentally incorrect and has no proper basis in 

Australian law. Many inventions comprise a combination of separately known features. In such 

cases, the invention will typically reside in the novel and non-obvious combination of those 

features. As such, an assessment of the newness of individual features taken separately or in 

isolation is meaningless. 

Thirdly, this practice of the APO imports a temporal component to the assessment of manner of 

manufacture which is not contemplated by the legislation or case law.  Under such an approach, 

something that was deemed a manner of manufacture in the past may later no longer be patent 

eligible subject-matter in view of intervening prior art. Again, this is clearly fundamentally flawed. 

5.1.2  “Substance of the Invention”  

Under s.40 of the Act, it is the claims that define the invention and, as per s.18 of the Act, an 

invention is deemed a patentable invention if the invention, so far as claimed in any claim, is, 

inter alia, a manner of manufacture.  Thus, the “substance of the invention” is an assessment of 

the true subject-matter defined by the claims for which monopoly rights are sought. 

In its current practice, however, the APO does not assess the “substance of the invention” in the 

context of the invention “so far as claimed in any claim”, but rather conducts an assessment of 

the “substance of the inventive contribution” with reference to the prior art.   

Thus, in assessing “substance of the invention”, APO Examiners typically ignore many of the 

features specifically claimed. That is, the “substance of the invention” assessed by Examiners 

often incorrectly omits features of the invention claimed merely because those features may be 

known in the art. In other words, Examiners ignore that the invention comprises a combination 

of features. Further, the “substance of the invention” as assessed by APO Examiners will often 

incorrectly ignore features that are deemed not to be technical, rather than assessing whether 

the claimed invention as a whole is technical (i.e. all of the features in combination - RPL) and 

whether it produces a physical effect (Grant).  
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The current APO approach was presented in a recent seminar series by IP Australia, in which 

the APO essentially defines a “prior art base” for assessing manner of manufacture: namely, the 

“state of the art as at the priority date”. (See slide 18 of the IP Australia seminar presentation).  

Importantly, this approach of assessing “state of the art at the priority date” was not used by the 

Courts in Research Affiliates, RPL, or Myriad and lacks any foundation in the legislation and the 

case law.  Indeed, it appears to be contrary to both the legislation and the case law. 

The High Court stated in Myriad at [130]-[131] that the level of ingenuity required in any 

assessment of manner of manufacture is to be considered on the face of the specification, as 

set out in Mirabella.  Thus, the APO practice of assessing the “substance of the invention” with 

reference to “the state of the art as at the priority date” is clearly going beyond any assessment 

of ingenuity on the face of the specification, contrary to the teaching of the High Court. 

The High Court referenced its own earlier decision in Ramset to reinforce that there is not to be 

any conflation of novelty and inventive step when assessing manner of manufacture and 

explicitly commented that the court below had erred in considering “inventive merit” in light of 

prior art for the purposes of assessing manner of manufacture (underlining added): 

In Commissioner of Patents v Microcell Ltd, the Full Court held that the subject matter of a 

claim as disclosed in the specification must possess a quality of inventiveness or, in other 

words, the use of ingenuity that adds to the sum of human knowledge.  In N V Philips Gloeil-

lampenfabrieken v Mirabella International Pty Ltd, the majority recognised that the quality of 

inventiveness must appear on the face of the specification.  In Advanced Building Systems 

Pty Ltd v Ramset Fasteners (Aust) Pty Ltd  ("Ramset"), the majority held that whether claimed 

subject matter is an invention for the purposes of s 100(1)(d) of the Patents Act 1952 (Cth) is 

distinct from inquiries as to inventive step, obviousness and novelty under s 100(1)(e) and (g), 

and that the court below had erred in considering "inventive merit" in light of prior art for the 

purposes of s 100(1)(d).  The majority distinguished Philips on the basis that it was decided 

under the Patents Act 1990 (Cth).  But, at a later point in the judgment, the majority also 

acknowledged that, where the subject matter of a claim as disclosed in the specification is 

plainly not an invention, the claim should be dismissed. 

The fallacy of the current APO approach also becomes evident from a consideration of the 

impact on s. 24 of the Act.  If an Applicant were to make information about an invention publicly 

available before filing a patent application, then the Applicant’s own public disclosure would 

form part of the “state of the art at the priority date”.  Under current APO practice, a later patent 

application would lack a manner of manufacture, as it would not make any contribution to this 

art as it existed at the priority date. Section 24 of the Act provides that such publications can, in 

certain circumstances, be disregarded for the purpose of assessing novelty and inventive step, 

but not for manner of manufacture. Thus, current APO practice operates to eliminate the grace 

period of s. 24, contrary to the intent of the legislation and government policy. 

We submit that the “substance of the invention” is effectively equivalent to the essential features 

of the invention for the purposes of assessing novelty.  

5.1.3  Functional Features 

For computer-implemented inventions, APO Examiners often seem to forget or disregard the 

fact that features of an invention may be claimed functionally.  
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In computer-implemented inventions it is typically the functionality of the method or system or 

machine that is new and non-obvious. In such cases, an objection that hardware components 

may be standard or conventional misses the point. The fact that the hardware components are 

configured to operate in a particular manner may be precisely what gives rise to the improved 

result and may be that which is new and non-obvious.   

5.1.4 “Mere Scheme” 

Many inventions are dismissed by Examiners as relating to “mere schemes” even though the 

means of implementation is claimed and a description of one or more examples is provided. 

Some APO Examiners seem not to understand that a “mere scheme” is an abstract idea without 

any means of implementation.   

Examiners often classify a computer-implemented method as a “scheme”, as if this term would 

itself justify rejection of the method as non-patentable subject-matter.  But in many contexts the 

term “scheme” is simply a synonym for a “method”.   

Thus, there is often no differentiation made as to whether the identified “scheme” is no more 

than a “mere scheme”, “abstract idea”, or “a method for doing business” (i.e. non-patentable) or 

whether the “scheme” is actually a patentable method. 

5.1.5  Misplaced Focus on “Result” as Patentable Subject-Matter 

Many Examiners are focusing their assessment of manner of manufacture on whether the result 

produced by a claimed invention is patentable subject-matter. This approach is clearly incorrect.   

In IBM, the end result produced by the invention was an improved curve on a computer monitor 

or display, which was identified as belonging to the useful arts.  Importantly, however, it was not 

the end result that was deemed to be the patentable subject-matter. Rather, the end result was 

the “artificially created state of affairs” of “economic significance” created by the invention (i.e. 

by the method or apparatus that was deemed to be patentable subject-matter). 

5.1.6 Questioning Manner of Manufacture for Conventional Technologies 

Some Examiners are now questioning the patent eligibility of subject-matters for which the issue 

of “manner of manufacture” has never been in doubt – i.e. for technical, physical products and 

methods of producing same where computer-implementation does not even play a role. This is 

a serious concern because it suggests a basic misunderstanding of the issue amongst some of 

the Examiners in the APO.   

5.1.7 Perceived Bias 

There is a perception among many IPTA members and their clients of a general bias against 

patentability of computer-implemented inventions in the Examining Sections and by the Hearing 

Officers of the APO. That is, many patent attorneys consider that APO Examiners and Hearing 

Officers generally have a ‘default’ or starting position that computer-implemented inventions are 

non-patentable, i.e. until convinced otherwise.  
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5.2 Procedural Problems 

5.2.1  Incomplete Examination under s. 45 

“Manner of manufacture” objections are often being raised for the first time in later reports, i.e. 

without being raised in a First Examiner’s Report or during examination of a parent application. 

In other words, the requirements of s. 45 of the Act are not being met.  

This can be highly prejudicial to the Applicant when a substantive objection like non-patentable 

subject-matter is raised for the first time after much of the 12-month acceptance period from the 

date of the first Examiner’s Report has already expired.  

5.2.2 Lack of Examiner Flexibility 

Some Examiners are inclined not to accept valid arguments presented by Applicants; e.g. with 

respect to technical problem(s) solved, with respect to technical feature(s) of the invention, or 

with respect to technical effect(s) of the invention – especially if they can identify other non-

technical problems or non-technical effects. 
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6.  Examples from the Practice of the APO 

6.1  Examples of Legal Problems 

6.1.1  AU 2016201789 – Novomatic AG [2017] APO 24 

This decision exemplifies a fundamental error in the approach promulgated at the APO. This 

decision quotes from the Examiner’s Report at [38]: 

However, all gaming machines are programmed in some way. Therefore, the act of 

merely programming a conventional gaming machine cannot lead to an improvement in 

the technology itself. 

This statement belies a fundamental misunderstanding of computer-implemented inventions by 

the Examining Section. If this were correct, the decisions in the IBM and CCOM cases could 

never have been reached.  Nevertheless, the Deputy Commissioner appears to embrace this 

reasoning at [51] (underlining added): 

The invention is an arrangement of conventional gaming machine components such as 

servers, gaming apparatus, screens and data storage. Each of these components is 

used in their normal way. There is nothing in the present application that indicates that 

any of these components has been altered – except for the programming. They seem to 

be generic components, and there is nothing to suggest that it is unusual to combine 

these components. The effect produced lies in the way that a player starts a game, 

which can be looked at as having a technical aspect. But it seems that it is largely a 

programming issue – achieved by (1) creating electronic tickets within the machine, and 

(2) creating a record of winnings in a separate store to the record of credit. I do not see 

how this solves a technical problem within the computer. 

The inventions in both the IBM and CCOM cases involved programming of otherwise standard 

computer systems to provide new and useful functionality for improved operation. The invention 

in the IBM case calculated a smoother curve trace for display on the monitor. The invention in 

the CCOM case retrieved and assembled graphic representations of Chinese characters as text 

in a word processing environment. The computer itself was not improved in either case; it just 

performed the operation and produced an improved result or effect – i.e. a smoother curve, a 

more efficient and more effective assembly of Chinese characters.  

When an invention pertains to a gaming machine, it is also typical for the Examining Sections to 

resort to the broad assertion that functional features of operation of the machine relate to “rules 

of a game”, despite the fact that no game is even specified. The Deputy Commissioner also 

resorts to this approach at [52]: 

These are matters that relate to the rules that apply to commencing a game. I am unable 

to see what technical effect is created by this arrangement. 

6.1.2 AU 2014392681 – Amplero Inc. [2018] APO 59 

This decision further exemplifies the error illustrated above in Novomatic AG [2017] APO 24.  In 

particular, [41]-[42] of this decision state (underlining added): 
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While I acknowledge that there is a degree of complexity involved in this analysis, as 

shown by the numerous examples described in the specification, the level of detail with 

respect to the computer implementation makes it clear that the computer is simply used 

as a tool. In a general sense, a computer system would generally be used to run 

software, comprising a set of rules or problems for the computer so [sic] solve. The 

software and rules would be unique depending on the intended specific application of 

the computer system.  The use of ‘trees’, or of any of the models briefly mentioned in the 

specification, are tools of logical and mathematical decision making. A mere application 

in business is not an advance in technology. 

In Trading Technologies International Inc [2017] APO 13 it was submitted that 

programming a computer results in improving the computer by granting it functionality 

that it did not previously have. However, I disagreed with this line of reasoning …: 

Then, in paragraphs 43-44, this decision concludes (underlining added): 

Lastly the Applicant submits that:  

“It needs to be borne in mind that it is computationally impossible to individually consider 

every combination of attributes to determine and rank the best combinations, and this 

type of structure, with the target and control feature measure distributions, allows a 

subset of the most important attributes (with respect to the criteria being measured and 

used to create the structure) to be identified and used in an efficient manner, based on 

measuring and using the attributes with the greatest information gain.” 

Generally, I agree with the Applicant’s statement. However, this is not the test. The 

question which should be asked is whether, in running the scheme, the computer is 

carrying out anything other than the usual functions of a computer. On this point, I am 

inclined to say no. 

6.1.3  AU 2016200936 – Mine RP Holdings (Pty) Limited [2018] APO 41 

Again, the Delegate repeats these same errors at [31]-[32] (underlining added):  

I wish to be clear that I am not stating that the invention lacks an inventive step, or that it 

is not a good idea. But, at its heart, the substance of invention lies in the amalgamation 

of data which is then useful to an inventory management system so that better business 

decisions can be made.   

The contention that the computer is integral to the invention can only be sustained if, 

prior to this invention, a computer was incapable of carrying it out and something more 

than merely defining that a computer carries out the scheme is needed. 

6.1.4  AU 2014200577 – Novomatic AG 

The Examiner did not accept submissions of Applicant (supported by the description) regarding 

the technical features of the invention and the effect of those features. The Examiner’s Report 

No. 5 (prepared by the Section Head) argued as follows (underlining added): 
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While I don’t necessarily agree that the following feature relates to the substance of the 

claimed invention because it is not a contribution to the state of the art as discussed 

above, ... 

The invention as claimed was deemed by the Examiner to be both novel and inventive but was 

nevertheless rejected due to a supposed lack of a “technical contribution to the art” assessed by 

considering individual features of the claims in isolation.  

I do not accept the applicant’s assertion that the claimed process is more 

computationally efficient than the gaming machine of D1 or any other generic gaming 

machine with bonus games … 

The specification as filed provides little explanation as to why the claimed processes are 

computationally more efficient other than to allege that the use of a symbol termination 

symbol in D1 requires more handling in memory compared with the claimed approach. 

If the applicant’s contribution to the state of the art related to a computationally more 

efficient gaming machine, then I would have expected the specification to provide more 

discussion as to the nature of this particular problem and more evidence or detail as to 

the particular efficiency gains. While no further explanation is necessarily required, the 

absence of it must be considered when weighing up all factors to determine substance 

and patent eligibility of the substance.  

The Examiner acknowledged disclosure of the technical effect or advantage in the specification, 

noting that it need not be explained with more evidence or in more detail, yet held the absence 

of further explanation against the Applicant despite submissions of the Applicant on this point. 

The Examiner also resorted to the broad and incorrect assertion that the features of operation of 

the machine concerned the “rules of a game”. 

6.1.5  AU 2013330305 – Facebook, Inc.  

The fundamental error in the Examiner’s reasoning, which conflates manner of manufacture 

with a consideration of novelty and inventive step, is stated in the Examiner’s Report No. 4: 

Whether the features of the invention are technical is not the question regarding manner 

of manufacture, but rather whether those technical features make a contribution over the 

prior art. 

6.2  Examples of Procedural Problems 

6.2.1  AU 2017200664 – Facebook, Inc.  

In Examiner’s Report No. 3, the Examiner refused to consider any argument or interpretation 
that is not in conformity with the APO Manual of Practice and Procedure (underlining added): 

Examiners are not in the position to engage in a debate about the or any (for that matter) 

approach taken by the Patents Manual of Practice and Procedures (MPP) with respect to 

interpretation of the legislation and case law. There are other appropriate avenues 

available. 

I must therefore reiterate, as instructed in the MPP, that: 
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in order to determine whether the substance of the claimed invention is directed to 

patentable subject matter, the approach follows in general, the principles set out in 

D'Arcy v Myriad Genetics Inc [2015] HCA 35 (Myriad), Commissioner of Patents v RPL 

Central Pty Ltd [2015] FCAFC 177 (RPL) and other relevant cases. These require 

analysing whether the claimed invention, as a matter of substance rather than form, is 

suitable subject matter for a patent; 

and that the substance of the claimed invention is to be determined by considering the 

claimed invention’s actual or alleged contribution to the art.  

The MPP has taken the multitude of articles of case law and discussions regarding 

them as submitted, into consideration, in arriving at the approach identified above.  

This demonstrates that at least some Examiners are unwilling to engage in a discussion on the 

interpretation or application of the legislation and case law, or to consider matters on a case-by-

case basis, as required by the case law.  

6.2.2 AU 2014249328 – Facebook, Inc. 

In the Examiner’s Report No. 1 the Examiner does not provide any opinion in relation to manner 

of manufacture, arguing that: 

Opinion reserved until the actual contribution over the prior art is determined.   
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7.  Suggestions for an Alternative Approach at the APO 

7.1  The doctrine of “technical contribution to the art” currently employed in assessing the 

“substance of the invention” should be abandoned.  A feature-by-feature ‘newness’ or 

‘novelty’ analysis has no place in a consideration of manner of manufacture. 

7.2 The “substance of the invention” should consider the claimed invention as a whole, and 

include all of the essential features of the invention. An individual feature or integer of a 

claimed invention should not be excluded from the “substance of the invention” merely 

because it may have been separately known at the priority date of the claim.  

7.3  Examiners should appreciate that a computer-implemented invention often defines the 

functionality of the method or system or machine as it is intended or designed to operate; 

i.e. as functional features.  

7.4  Guidance and re-education of Examiners, Section Heads, and Hearing Officers on basic 

issues in “manner of manufacture”; for example, with regard to: 

- what may be a patentable scheme, as opposed to a “mere scheme”; and 

- what is no more than a “method of doing business”, as opposed to a computer-

implemented method for use in business. (See Catuity [128]).  

7.5  Re-align the perceived bias against patentability of computer-implemented inventions in 

the Examining Sections and with the Hearing Officers to a neutral position. And, where a 

corresponding patent application has been allowed for grant or has been granted by the 

USPTO or the EPO, a general presumption of patent eligible subject-matter should apply 

for Examiners of the APO, although they may continue to examine the matter. 

 

Yours faithfully, 

 
Philip Gehrig 

IPTA Councilor and Convener of the Patents Practice Committee 

Chair, IPTA Working Group on Manner of Manufacture 

 

27 November 2018 
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Appendix 1 

Case Law Excerpts 

1.  National Research Development Corp. v Commissioner of Patents 102 CLR 252 

In the NRDC case, the previously applied test of a “vendible product” (by Morton J in Re GEC’s 

Application (1942) 60 RPC 1) was revised or expanded, as follows:  

A product, in relation to a process, is “only something in which the new and useful effect may be 

observed”, that ’something’ need not be a ‘thing’ in the sense of an article; it may be any 

physical phenomenon in which the effect, be it creation or merely alteration, may be observed” 

(276). Morton J’s “rule” could be accepted as long as ‘product’ was taken to cover ‘every end 

produced’ and ‘vendible’ as “pointing only to the requirement of utility in practical affairs” (276).  

The method had as its end result an ‘artificial effect’ and was within the true concept of what 

must be produced by a process if it is to be held patentable (277). The effect of the method was 

a ‘product’ because it consisted in “an artificially created state of affairs”; i.e. in the context of 

the growth of weeds and crops on sown land on which the method had been put into practice 

(277). 

2.  International Business Machines Corporation v Commissioner [1991] FCA 625 

The IBM case provides authority for the following points (underlining added): 

If the present specification is read as a whole, it seems to me that there is a necessary 

inference confining claim 1 to the operation of computers. One should not pick one's way 

through a claim wearing blinkers that exclude from sight the context in which the claim is 

set. In the modern cases, it is frequently said that a specification should be given a 

purposive construction rather than a purely literal one…. (9) 

It is by this, by the production of some useful effect, that patent law has distinguished, so 

far as it has distinguished, between the discovery of a principle of science and the 

making of an invention. (14) 

In the present case, it seems to me that the use of the algorithm is not different 

conceptually from the use of the compounds involved in NRDC. Just as those 

compounds were previously known, so here, it is not suggested there is anything new 

about the mathematics of the invention. What is new is the application of the selected 

mathematical methods to computers, and in particular, to the production of the desired 

curve by computer. This is said to involve steps which are foreign to the normal use of 

computers and, for that reason, to be inventive. The production of an improved curve 

image is a commercially useful effect in computer graphics. (16) 

3.  CCOM Pty Ltd and Anor v Jiejing Pty Ltd and ors 28 IPR 481; (1994) AIPC 91-079 

In the CCOM case, the basis of the trial Judge’s decision, noted at paragraph 98, revoking 

claims to a “computer processing apparatus” on the basis that “… integers of programming and 

computer hardware are merely a conventional means to produce the desired result” was 

rejected by the Full Court of the Federal Court.   
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CCOM provides authority for the following points (underlining added): 

… in the 1990 Act, manner of manufacture, novelty, inventiveness and utility are stated 

as distinct requirements of a patentable invention. Thus, whilst a claim for the ball point 

pen now would fail for anticipation and obviousness, it would still be a claim for a manner 

of manufacture. Yet in the present case there are passages in the reasons of the primary 

Judge (e.g. 27 IPR at 593) which suggest he was influenced in the determination of the 

issue as to "manner of manufacture" by asking whether what was claimed involved 

anything new and unconventional in computer use. (112) 

… it was submitted that all that had been done was to select a desirable characteristic of 

a computer program, the ability to search, in the manner described, a data base of the 

type described, and "to claim all computers present and future possessing that 

characteristic". That submission should not be accepted. It may be that such a claim 

lacks novelty, is obvious, or lacks utility, or there is a failure to comply with one or other 

of the limbs of s. 40 because, for example, the invention is not fully described or the 

claim is not clear and succinct. But if such hurdles all are surmounted, then in our 

opinion in a case such as the present there does not remain an independent ground of 

objection as to patentability, within the sense of para 18(1)(a) of the 1990 Act. (125-126) 

The NRDC Case (102 CLR at 275-277) requires a mode or manner of achieving an end 

result which is an artificially created state of affairs of utility in the field of economic 

endeavour. In the present case, a relevant field of economic endeavour is the use of 

word processing to assemble text in Chinese language characters. The end result 

achieved is the retrieval of graphic representations of desired characters, for assembly of 

text. The mode or manner of obtaining this, which provides particular utility in achieving 

the end result, is the storage of data as to Chinese characters analysed by stroke-type 

categories, for search including "flagging" (and "unflagging") and selection by reference 

thereto. (128)  

4.  Welcome Real-Time SA v Catuity Inc [2001] FCA 445 

In this case, the Federal Court noted that the invention involved more than an abstract idea or 

method of calculation and was beneficial in a field of economic endeavor – i.e. retail trading – by 

enabling many traders (including small traders) to use loyalty programs and compete more 

effectively for business. It also involved use of hardware, like smart cards and POS terminals. 

118 Of particular importance for present purposes is the Full Court's discussion of 

English decisions concerning computer programs given after NRDC but before the 

United Kingdom Act of 1977. (The latter Act, unlike the Australian Act of 1990, expressly 

excluded business methods and computer programs from the ambit of patentability to 

the extent that the operation "relates to that thing as such": CCOM at 288.) 

119 In Burroughs Corporation's Application [1974] RPC 147 at 161 Graham and 

Whitford JJ had expressed the view that computer programs which have the effect of 

controlling computers to operate in a particular way, where such programs are embodied 

in physical form, are proper subject matter for letters patent. Their Lordships had also 

pointed out (at 158): 

"[I]t is not enough to take a narrow and confined look at the `product' produced by 

a method. Of course, if a method is regarded purely as the conception of an idea, 
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it can always be said that the product of such a method is merely intellectual 

information. If, however, in practice the method results in a new machine or 

process or an old machine giving a new and improved result, that fact should in 

our view be regarded as the `product' or the result of using the method, and 

cannot be disregarded in considering whether the method is patentable or not." 

120 This decision was followed by Burchett J in International Business Machines 

Corporation v Commissioner of Patents [1991] FCA 625; (1991) 33 FCR 218. 

127 In my opinion the Patent does produce an artificial state of affairs in that cards can 

be issued making available to consumers many different loyalty programs of different 

traders as well as different programs offered by the same trader. All this can be done 

instantaneously at each retail outlet. So what is involved here is not just an abstract idea 

or method of calculation. Moreover this result is beneficial in a field of economic 

endeavour - namely retail trading - because it enables many traders (including small 

traders) to use loyalty programs and thereby compete more effectively for business. 

Such competition is in turn beneficial to consumers, both in the general sense that 

competition is good and in the sense that they can obtain benefits in the form of 

discounts and free goods and services. 

128 What is disclosed by the Patent is not a business method, in the sense of a 

particular method or scheme for carrying on a business - for example a manufacturer 

appointing wholesalers to deal with particular categories of retailers rather than all 

retailers in particular geographical areas, or Henry Ford's idea of stipulating that 

suppliers deliver goods in packing cases with timbers of particular dimensions which 

could then be used for floorboards in the Model T. Rather, the Patent is for a method 

and a device, involving components such as smart cards and POS terminals, in a 

business; and not just one business but an infinite range of retail businesses. 

130 As to the Microcell point, it cannot amount to the mere new use of a known article in 

a manner for which the known properties of that article make it suitable to have devised 

a particular method of processing data using a chip card, the properties of which 

(particularly its limited memory space) presented difficulties which were overcome only 

after much time and effort. 

5.  Steven John Grant v Commissioner of Patents [2006] FCAFC 120 

While Grant is technically not a case that relates to a computer implemented invention, the Full 

Court of the Federal Court nevertheless had relevant observations on “manner of manufacture” 

that are worth considering. Grant provides authority for the following points (underlining added): 

Contrary to Mr Grant’s submission, the method of his patent does not produce any 

artificial state of affairs, in the sense of a concrete, tangible, physical, or observable 

effect. (30) 

What Mr Grant’s method results in is at best an abstract, intangible situation, namely that 

a hypothetical unsecured creditor who recovered judgment against a user of the method 

could not levy against the user’s assets to the extent they were subject to the charge. 

(31) 

A physical effect in the sense of a concrete effect or phenomenon or manifestation or 

transformation is required. In NRDC, an artificial effect was physically created on the 
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land. In Catuity and CCOM as in State Street and AT&T, there was a component that 

was physically affected or a change in state or information in a part of a machine. These 

can all be regarded as physical effects. By contrast, the alleged invention is a mere 

scheme, an abstract idea, mere intellectual information, which has never been held to be 

patentable, despite the existence of such schemes over many years of the development 

of the principles that apply to manner of manufacture. There is no physical consequence 

at all. (32) 

In Re Peter Szabo and Associates Pty Ltd (2006) 66 IPR 370 at [36] the Deputy 

Commissioner expressed the opinion that the concept of ‘an artificially created state of 

affairs’ discussed by the High Court in NRDC required ‘the application of science or 

technology in some material manner’. We are not sure that this is correct. One thing that 

stands out from NRDC is the emphasis that their Honours put on the unpredictability of 

the advances of human ingenuity. What is or is not to be described as science or 

technology may present difficult questions now, let alone in a future which is as excitingly 

unpredictable now as it was in 1623 or 1959, if not more so. We think that to erect a 

requirement that an alleged invention be within the area of science and technology 

would be to risk the very kind of rigidity which the High Court warned against. (35-36) 

6.  Research Affiliates LLC v Commissioner of Patents [2014] FCAFC 150 

Research Affiliates provides authority for the following points (underlining added): 

… a distinction between ‘mere’ use of a computer and a method involving a specific 

effect being generated by the computer or an improvement in the operation of, or effect 

of the use of, the computer. (112) 

The effect of [their] submissions is that the mere implementation of any abstract idea or 

scheme in a well-known machine is sufficient to render that unpatentable subject matter 

patentable because it gives rise to an “artificial effect”. This approach is inconsistent with 

NRDC and is one of form not substance. (113) 

The invention set out in the specification is directed to the index itself. The method of the 

invention is not one that has any artificial or patentable effect other than implementation 

of a scheme, which happens to use a computer to effect that implementation. There is 

no technical contribution to the invention or artificial effect of the invention by reason of 

the intervention of the inventors. To take the words of NRDC at 268, the process does 

not produce “either immediately or ultimately, a useful physical result in relation to a 

material or tangible entity”. (114) 

… in examining whether a claimed invention is properly the subject of letters patent, it is 

necessary to look not only at the integers of that claimed invention but also at the 

substance of that invention. (118). 

7.  Commissioner of Patents v RPL Central Pty Ltd [2015] FCAFC 177 

RPL provides authority for the following points: 

It is stated in the specification, and was accepted by the primary Judge, that the method 

could not be carried out without the use of a computer. This alone cannot render the 

claimed invention patentable if it involves simply the speed of processing and the 
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creation of information for which computers are routinely used. In those circumstances, 

the claimed invention is still to the business method itself. A computer-implemented 

business method can be patentable where the invention lies in the way in which the 

method is carried out in the computer. (104) 

Recognizing that the claims are to a method and system comprising a combination of 

integers, it is necessary to understand where the inventiveness or ingenuity is said to lie. 

Turning to the integers of the invention …, it is apparent that, other than the integers 

providing that the computer processes the criteria to generate corresponding questions 

and presents those questions to the user, the method does not include any steps that 

are outside the normal use of a computer. (112) 

The consideration of computer implemented methods is one that necessarily requires a 

consideration of the invention as claimed and as described in the specification. (114) 

In this context, … while satisfaction of an ‘artificially created state of affairs of economic 

significance’ as stated in NRDC may ‘suffice for a large number of cases in which there 

are no countervailing considerations’, this terminology is not to be treated as a formula 

exhaustive of the concept of manner of manufacture, or a formula which alone captures 

the breadth of the ideas to which effect must be given. (116) 

In this case, as in Research Affiliates, reference to the terminology used in NRDC is 

apposite, although, as we have explained, not conclusive of patentability. (117) 

This case does not involve a new class of claim involving a significant extension of the 

concept of manner of manufacture. It is therefore unnecessary to examine any of these 

wide-ranging considerations. (119) 

 


